"S4P. 1 7. 2004" 3:05PM CHAMBLISS, BAHNER 423-265-9574 



NO. 1809 P. 1 



cbSs 



received 

CENTRAL mxCEWTgp 

SEP j 7 2i 




To: Jennifer Novosad 

Fax 703.872,9306 

Phone: 
Re: 



Date: September 17, 2004 



From: PaulWeidlich 



Phone: 



423.757.0232 



Fax: 423 508.1232 

BmsHfc pwddlidig&cb.^fcwfi rm.com 

CC: 



□ Urgent ® For Review □ 



Comment □ Please Reply □ Please Recycle 



e Comments: 



CONFIRMATION BY MAIL: □ NO ^ YES 



IF YOU HAVE ANY PROBLEMS RECEIVING ANY PORTION OF THIS FACSIMILE 
' " PLEASE CALL 423.756.3000 

CONFIDENTIALITY NOTE: The information in this facsimile transmittal is legally privileged and 
S^nit,! ^rmation intended only for the use of the individual named above. If the reader of this 
messaaeTs SS?!S55t^^ hereby notified that any dissemination, distribution or copy 
25 KsmXaHs S ' prohibfted. If you receive this transmittal in error, please immediately notify us 
% mSSSSl rltl tne'origina. transmittal to us at the above address via the United States Postal 
Service. 



PAGE 1/7* RCVD AT 9/17/2004 3:52:28 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/2* DNIS:8729306* CSID: « DURATION (mm-ss):02-06 



"SEP. 1 7. 2004 3:06PM CHAMBLISS, BANNER 423-265-9574 



NO. 1809 P. 2 



1 rnfflr ihr? EBttmatt Baflualaa Act of iflfig m bomb 



TRANSMITTAL 
FORM 

(To bo usodfor eU correspondence after Initial Ming) 



V Total Number tXP^flaa in This SubmisEiOA 



PTCVSB/21 (02-04) 
Approved for uto through 07/31/200$. OMB 0651-0031 
U S Patent tnd Tradoma^ Office; U.S. DEPARTMENT OF COMMERCE 

i ttfl ul fflrf la ^ n n nH to a cfliflfllap at jflflnnaflflD unlflaa « diariBva a vfliKi own nnnirtf numfr r - 



Application Number 



10/634/665 



Filing Date 



August 8. 2003 



First Named inventor 



Art Unit 



Examiner Namo 



Atlctfney Docket Number 



Cuip, Stephen A- 



3634 



Novoaad. Jennifer E. 



07*08 00/0101 



ENCLOSURES {Check all that w« 



□ 
□ 

□ 
□ 
□ 

□ 

n 



Fee Tranemtttal Form 

Fee Attached 
Amendment/Reply 
□ After Final 

□ 

Affidavits/declaration^) 

Extension of Time Request 

e*pre33 Abandonment Request 

Information Disclosure Statement 

Certified Copy of Priority 
Document^) 

Response to Mining Parts/ 
Incomplete Application 

□ Response to Missing Pans 
under 37 CPR 1 -52 or 1 .53 



□ 
□ 
□ 
□ 
□ 

|~| Terminal Disclaimer 
[ _J Request for Refund 
[~l CD. Number of CD(6) 



Drawings) 

Licenelng-relaled Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 



□ 

n 
□ 
□ 
□ 
m 



After Allowance communication 
lo Technology Cantor (TC) 
Appeal Communication to Board 
of Appeals and interferences 
Appeal Communlcallon toTC 
(Appeal NotlOO. Brier, Reply Brief) 

Proprietary Information 
Status Letter 

Other Enclosure^) (please 
Identity below): 



Written Statement regarding telephone Interview pursuant lo *7 C.F.R. Section 1.33(b) (5 
pages) 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



Signature 



Date 



Chembllss, Banner 6, Stophel, P.C. 



September^, 2004 



CERTIFICATE OF TRANSMISSION/MAIUNG" 



— ' ~ ir-nomsMort in the USPTO or deposited w«n the United States Postal Service with 

!^*^^ B0 » 14M ' VA 22315M45 ° 0,1 



sufficient postage as flr$i 
the data shown below. 



Typed or printed name 



Paul S-Weidlich 



^Signature 




Date 



Septembei 1 17, 2004 



"^ s= "*" , mmm ___ . _ A lnfnrmMifin i„ roniitttd ic obtain or retain a benefit by the public which is to file (and by ihe USPTO to 

This collection of infcrrntfion is reared by 37 CFR ^^^^^^^^^^ISLfi Is «tirflBtod to 2 noure to complete, IndUdlnQ 
process) an apPfcaUon. CantJdentinlity if governed ^5Uf ^TJ^^^SS^dlng upon the Individ** caae. Any comments on the 
Sphering, preparing, and st±ciitiino the *nt Etna Chief Information Off) car, U.S. Patent and 

Trademark Office. U.S. Department of ^^^'^^^^ S'^ J^ ^y^n^ VA 2231 3-1 450. 
ADDRESS SEND TO; Commissioner for Patents, P.O, Box 1460. Aiexanune. v«*«i*- 

ifyou neoa assistance In completing the torn, call W snd aefev option Z 



PAGE 2/7 * RCVD AT 9/17/2004 3:52:28 PM [Eastern Daylight Time] * SVR:USPT0«EFXRM/2 * DNIS:8729306 " CSID: * DURATION (mm-ss):02-06 



"SEP. 17. 2004 3:06PM CHAMBLISS, BAHNER 423-265-9574 NO. 1809 P. 3 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE G °^^S^T B , 



SEP 



In Re: Application of Stephen A. Culp 
For: Modular Construction System 
Serial No.: 10/634,685 
Filed: 08/06/2003 



Examiner: J. Novosad 
Group Art Unit; 3634 



1 7 2004 



WRITTEN STATEMENT P FCARDING 
TffTKPHONE INTERVIEW 
PimsUANT TO 3 7 rJP.R. S 1.133(b) 

On Thursday, September 1 6, 2004, a telephone interview with Examiner Jennifer E. 
Novosad and counsel for the Applicant, Paul S. Weidlich, was conducted in connection with the 
above-captioned matter. During the course of me interview, counsel for the Applicant and 
Examiner Novosad agreed upon an amendment to claim 1 which, according to Examiner 
Novosad, appears to define over the applied prior art references. More particularly, counsel for 
the Applicant and Examiner Novosad agreed to amend claim 1 of the pending application to 
replace the functional language of the last clause of that claim with structural language that 
appears to define over both of the prior art references cited in the Office Action mailed on May 
1 9, 2004, Le., U.S. Patent No. 2,854,724 of Wuorio ("Wuono 724") and U.S. Patent No. 
3,812,977 of Glassman ("Glassman "977"). In email correspondence dated September 17, 2004, 
counsel for Applicant and Examiner Novosad agreed to a minor revision of the proposed 
amendment of claim 1 discussed on September 16, 2004. Again, Examiner Novosad stated that 
the proposed amendment to claim 1 appears to define over the applied art. 

The amended claim language of claim 1 which was agreed upon by counsel for the 
Applicant and Examiner Novosad is as follows: 
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wherein eaeh ^uid pl m ul Uj uf Jtn irtnrnl memb ers is adopted bo dotaohnbly 
mBBaMtbBM ^^^ Pth o r of plu r ality of ou uotumlmamborc gachjaf 

™a * W two slot , ate one of said kgrgt hwjsg sides gfong of said plurality of 
aiLauL ^^ dgtachabk sdectiveJbrco^ted slot-to-slot to one of all of 
sM ^ feast two .lots alon g one gjUgid IgngtW sides of each ofthe oHier of said 
plurality of g tnictural members. 
As noted above, according to Examiner Novosad, claim 1 ofthe pending patent application, as 
amended, appears to define over the applied art. 

Prior to reaching the agreed upon amended claim language, counsel for the Applicant 
argued that the unique spaced relationship between (1) the distance from a widthwise side of a 
structural member to the center axis ofthe nearest slot along a lengthwise side, and (2) the 
distance from the center axis of each slot along the same lengthwise side of a structural member 
to the center axis of every other slot along such lengthwise side of the structural member is not 
an obvious matter of design choice as asserted in the Office Action mailed May 19, 2004. In 
support of this position, counsel for Applicant pointed to the Examiner's Statement of Reasons 
for Allowance in the parent patent application, which has now issued as U.S. Patent No. 
6,615,999. 

As counsel for the Applicant noted, the Examiner's Statement of Reasons for Allowance 
in the parent application states that "the distance between the . . . slot axes of each ofthe . . . 
member slots on each ofthe . . . members is a whole number multiple ofthe predetermined slot- 
to-side distance." The Examiner's Statement of Reasons for Allowance further states that "there 
is no teaching in the prior art to have the 'slot-to-slof distance be a whole number multiple ofthe 
•slot-to-side' distance and there is not motivation to provide any ofthe prior art references with 
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to feature it , s not an obvious de si gn ^ce to have the slots and .ide scom^^, 
^^^^ n^ for in the claims . - - M (emphasis added). 

Based upon the foregoing statements contained in the Examiner's Statement of Reasons 
for Allowance in the parent application, counsel for the Applicant argued that the rejections of 
claims 1-4 and 8-10 under 35 U.S.C. § 103(a) as being unpatentable over Wuorio 724 should be 
withdrawn. Examiner Novosad suggested that the Examiner's Statement of Reasons for 
Allowance in the parent application may not have included all of the reasons for allowing the 
claims in the parent application. Counsel for the Applicant pointed out that notwithstanding any 
additional reasons for allowance of the claims in the parent application, if the unique spaced 
relationship defined in the patent application was not an obvious design choice in view of the 
prior art, then the same unique spaced relationship denned in the pending application should not 
be rejected as an obvious design choice based upon the same prior art references. 

Counsel for the Applicant and Examiner Novosad did not pursue this issue further once 
ihe above amendment to claim 1 was agreed upon and Examiner Novosad stated that such 
amendment appears to define over the applied art, including Wuorio 724. More particularly, 
Wuorio 724 does not teach or suggest a system of modular construction wherein each of the 
slots of one structural member may be connected slot-to-slot with each of the slots of the other 
structural members. Indeed, Wuorio '724 describes a finitely-defined construction in which 
certain slots on certain structural members cannot be detachably connected slot-to-slot with 
certain slots on other structural members. For example, referring to Figure 8, structural member 
40 cannot be moved from its illustrated position toward structural member 22 such that slot 48B 
is detachably connected slot-to-slot to slot 20C of structural member 22. Such a movement of 
structural member 40 would abrogate the utility of the claimed invention. Consequently, there is 
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no motivation or suggestion in Wuorio 724 to provide a plurality of structural members each 
having a plurality of slots that may be detachably connected slot-to-slot to any other slots on any 
other structural member. 

By contrast, the Applicant's claimed invention, as defined by the amended claim 
language described above, requires that each of the slots along the lengthwise side of a structural 
member may be connected to each of the slots along the lengthwise side of any other structural 
member. Given this structural distinction, counsel for the Applicant and Examiner Novosad 
agreed that amended claim 1 appears to define over Wuorio 724. 

As to the other prior art reference cited in the Office Action mailed on May 19, 2004, i.e. 
Glassman '977, counsel for the Applicant and Examiner Novosad agreed that the above- 
described amendment to claim 1 appears to define over the reference. More particularly, counsel 
for the Applicant and Examiner Novosad agreed that Glassman does not teach or suggest the 
limitation recited in the above-described amendment to claim 1. Indeed, the construction 
disclosed by Glassman '977 includes structural members that are fixedly connected to each other 
such that a certain slot(s) in one structural member cannot possibly be connected to a certain 
slot(s) in another Structural member. For example, slot 24 of structural member 10 cannot 
possibly be detachably connected slot-to-slot to slot 20 or slot 22 of structural member 14. See 
Fig. 2. Further, slot 22' of structural member 10 cannot possibly be detachably connected slot- 
to-slot to slot 24" or slot 20' of structural member 14'. See Fig. 3. 

By contrast, the Applicant's claimed invention, as defined by me amended claim 
language described above, requires that any of the slots along the lengthwise side of a structural 
member may be connected to each of the slots along the lenglhwise side of any other structural 
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» 

member. Given this structural distinction, counsel for Applicant and Examiner Novosad agreed 
that the proposed amendment to claim 1 appears to define over Glassman 724. 

Based upon the foregoing, Examiner Novosad recommended that claim 1 of the pending 
patent application be amended as described above. Examiner Novosad further recommended 
that counsel for Applicant present any remarks in support of Applicant 1 s position and present an 
additional drawing to address the objections to the drawings noted in the May 19, 2004 Office 
Action. Finally, Examiner Novosad recommended that counsel for Applicant contact her by 
telephone wben the Applicant's Amendment/Response to Office Action is being mailed to me 
U.S.P.T.O. Counsel for Applicant agreed to prepare and file an Amendment/Response to Office 
Action including the recommendations of Examiner Novosad, the Applicant's remarks and an 
additional drawing. Counsel for Applicant further agreed to telephone Examiner Novosad when 
the Applicant's Amendment/Response to Office Action is ready to be mailed. 



Respectfully submitted, 

Paul S. Weidlich 

Reg. No. 43,980 

Attorney for Applicant 

Chambliss, Bahner & Stophel, P.C. 

1000 Tallan Building 

Two Union Square 

Chattanooga, Tennessee 37402-2500 

423/756-3000 (telephone) 

423-265-9574 (facsimile) 
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